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Art Unit: 1756 

1. A request for continued examination under 37 CFR 1.114 was 
filed in this application after appeal to the Board of Patent 
Appeals and Interferences, but prior to a decision on the appeal. 
Since this application is eligible for continued examination 
under 37 CFR 1.114 and the fee set forth in 37 CFR 1.17(e) has 
been timely paid, the appeal has been withdrawn pursuant to 37 
CFR 1.114 and prosecution in this application has been reopened 
pursuant to 37 CFR 1.114. Applicants' submission filed on 

Mar. 10, 2003, has been entered. 

2. The examiner acknowledges the amendments to claims 17, 18, 
19, and 22 filed in Paper No. 25 on Dec. 2, 2002, which was 
entered on the filing of the RCE. Claims 16-19 and 21-27 are 
pending. 

The clean copy of amended claim 17 mis-labeled the claim as 
claim 18. The clean copy labeled two claims as claim 18. The 
mis-labeled claim was renumbered as claim 17 under 37 CFR 1.124, 
so that the clean copy corresponds to the marked-up version of 
amended claim 17. 

3. The objections to the specification set forth in the office 
action mailed Jul. 24, 2002, Paper No. 22, paragraph 3, have been 
withdrawn in response to the amendment to the specification at 
page 3, line 11, filed in Paper No. 25. 
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The rejections of claims 17, 18, 19/(17,18), 21/(17,18), 
22/(17,18), 23/(17,18), 24/(17,18), and 25/(17,18) under 
35 U.S.C. 112, second paragraph, set forth in Paper No. 22, 
paragraph 5, have been withdrawn in response to the amendments to 
claims 17-19 and 22, and the amendment to the specification at 
page 3, line 11, filed in Paper No. 25. 

The rejections of claims 17, 18, 19/(17,18) 
and 21-25/(17,18) under 35 U.S.C. 112, first paragraph, set forth 
in Paper No. 25, paragraph 7, have been withdrawn in response to 
the amendments to claims 17 and 18, and the amendment to the 
specification at page 3, line 11, filed in Paper No. 25. 

4. The amendment filed in Paper No. 25 on Dec. 2, 2002, is 
objected to under 35 U.S.C. 132 because it introduces new matter 
into the disclosure. 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. 
The added material which is not supported by the original 
disclosure is as follows: 

(1) The amendment at page 3, line 11, of the specification, 
adding the disclosure that the intrinsic viscosity "is measured 
in decalin at 135°C, " lacks antecedent basis in the originally 
filed specification. The originally filed specification does not 
disclose any conditions under which the intrinsic viscosity is 
determined. The working examples merely recite the values of 
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intrinsic viscosity. Accordingly, the originally filed 
specification does not provide an adequate written description 
that the intrinsic viscosity is measured in decalin at 135°C, as 
now disclosed in the amendment to the specification. 

(2) The amendment at page 3, line 11, of the specification, 
adding the disclosure describing the conditions set forth in the 
German standard DIN 53461-B (January 1987) for determining values 
of the heat-distortion temperature (HDT) , lacks antecedent basis 
in the originally filed specification. The originally filed 
specification does not define the German standard DIN 53461-B, or 
the experimental conditions under which the HDT is determined. 
Nor does the originally filed specification disclose the date of 
the particular version of the standard that was used. 

Applicants are required to cancel the new matter in the 
reply to this Office Action. 

Applicants' arguments filed in Paper No. 25 have been fully 
considered but they are not persuasive. 

(1) Applicants assert that support for the definition of 
intrinsic viscosity "as measured by decalin at 135°C" is found in 
the US patents, in particular US 6,210,852 (US' 852), provided by 
applicants in Appendices 2 and 3 attached to Paper No. 25. 
Applicants further assert that the values reported in the instant 
application "can only be measured in decalin at 135°C." 
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Upon review of the originally filed specification, 
applicants' "definition" of intrinsic viscosity would not have 
been obvious to a person having ordinary skill in the art. As 
discussed in the objection in item (1) above, the originally 
filed specification is silent on the. conditions under which the 
intrinsic viscosity is determined. There is no disclosure in the 
originally filed specification to support applicants' allegation 
that the intrinsic viscosity disclosed in the specification is 
determined in decalin at 135°C. 

The disclosures in the US patents provided by applicants are 
not part of the originally filed specification. Furthermore, 
US 6,210,852 does not show that "the same polymer defines that 
the intrinsic viscosity is measured at 135°C in decalin" as 
alleged by applicants in Paper No. 25, page 11, lines 20-22. The 
cyclic olefins disclosed in US 6,210, 852 (US' 852) do not appear 
to be same as those disclosed in the instant application. US' 852 
exemplifies polyolefin polymers having viscosity numbers of 130 
and 17 dl/g. See US' 852, col. 12, lines 22 and 33. US' 852 does 
not report the intrinsic viscosity values of said copolymers. 
The instant specification reports that the commercially available 
polyolefins it used have intrinsic viscosities of 0.19, 0.8, or 
less than or equal to 0.25 dl/g. See the specification, page 11, 
lines 13-16. In addition, US' 852' s copolymers have Tg' s and 
molecular weights that differ from those polymers used in the 
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instant application. US' 852 also does not report the heat 
distortion temperatures (HDT) of the copolymers. Thus, there is 
no basis to conclude that US' 852 shows that the intrinsic 
viscosity disclosed in the instant specification was determined 
in decalin at 135°C. Moreover, the prior art shows that the 
intrinsic viscosity of olefins need not necessarily be determined 
in decalin at 135°C, as alleged by applicants. For example, 
US 5,717,039 at col. 22, lines 4-8, discloses that usually 
ethylene alpha-olefin polymers possess an intrinsic viscosity at 
135°C in TETRALIN (i.e, tetrahydronaphthalene, see Grant & 
Hackh's Chemical Dictionary , fifth edition, page 582) of between 
about 0.025 and about 0.6 dl/g. Also see, US 5,039,766, col. 6, 
lines 38-39, and US 5,759,469, col. 4, lines 65-66. US 3,922,256 
at col. 1, lines 25-27, reports the intrinsic viscosity of an 
alpha olefin polymer determined in toluene at 25°C. US 5,179,156 
at col. 3, lines 61-62, reports the intrinsic viscosity of an 
ethylene propylene copolymer determined in xylene at 70°C. Thus, 
the values of intrinsic viscosity disclosed in the instant 
specification do not necessarily have to be those measured only 
in decalin at 135°C, as alleged by applicants. Accordingly, the 
disclosure in the originally filed specification does not provide 
an adequate antecedent basis for applicants' alleged definition. 

(2) Applicants in Paper No. 25, page 10, lines 11-13, state 
that DIN 53461-B of January 1987 "was the revision in place when 
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applicants filed this application. It is clear that this 
revision would be one applicable unless the applicants stated 
that the earlier revision was applicable." 

However, as discussed in the objection in item (2) above, 
there is no disclosure in the originally filed specification that 
would lead a person having ordinary skill in the art to the 
conclusion that the version of the German DIN standard disclosed 
in the specification was that of January 1987. Nor is there any 
evidence on the present record that shows that the January 1987 
version was the version currently used at the time the 
application was filed. The instant application (i.e., the PCT 
application) was filed on Jun. 29, 1996, which claimed the 
benefit of foreign priority to Aug. 2, 1995 and Dec. 29, 1995. 
There is a difference of more than 8 years between January 1987 
and the earliest foreign priority date of December 1995. 
Applicants have not provided any evidence showing that the 
January 1987 was not replaced with a later version prior to the 
earliest filing of the instant application. 

5. The examiner has determined that term "heat roller fixing 
means" recited in instant claims 16-18 and 26 is not covered by 
the 35 U.S.C. 112, sixth paragraph because such "means for" are 
modified by sufficient structure, material, or acts for achieving 
the specified function. See MPEP 2181. 



Application/Control Number: 09/000,330 Page 8 

Art Unit: 1756 

6. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

9. Claim 22/(16) is rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 22/16 is indefinite because the phrase " said 
polyolefin resin with a cyclic structure having an intrinsic 
viscosity . . . and a weight average molecular weight of 15,000 
or more, as measured by GPC" (emphasis added) lacks antecedent 
basis claim 16. Claim 16 does not recite the presence of the 
particular polyolefin recited in instant claim 22, but merely 
recites that the toner comprises a polyolefin copolymer resin 
having a cyclic structure derived from an alpha-olef ine, an 
alicyclic compound, and, optionally, a diene monomer. 

7. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, 
and of the manner and process of making and using it, in such full, 
clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 
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11. Claims 16, 17, 18, 19/(17,18), 21-25/(16,17,18), 26, and 27 
are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant 
art that the inventor (s), at the time the application was filed, 
had possession of the claimed invention. 

(1) Claims 16, 17, 18, 19/(17,18), 21-25/(16, 17,18), 26, 
and 27 recite the component "a heat roller fixing means." The 
originally filed specification does not provide an adequate 
written of such a component. The specification merely discloses 
"a heat roller type copier or printer." See for example, the 
specification, page 1, lines 5-6, page 3, line 1, and page 4, 
lines 18-19. Thus, the specification does not provide an 
adequate written description of "a heat roller fixing means" as 
recited in the instant claims. 

(2) Instant claims 17 and 18 and claims dependent thereon 
recite a low viscosity resin having a "heat distortion 
temperature (HDT) by DIN 53461-B (January, 1987) of less than 
70°C" and a high viscosity resin having a "HDT of 70°C or more." 
Claim 22 recites a polyolefin resin with a cyclic structure 
having a "heat distortion temperature (HDT) by DIN 53461-B 
(January, 1987) of 70°C or more." The originally filed 
specification does not provide an adequate written description of 
the standard DIN 53561-B as the version of January 1987. The 
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originally filed specification was silent with respect to the 
version used. See for example, page 3, lines 6-7. 

(3) Instant claims 17 and 18 and claims dependent thereon 
recite a low viscosity resin having an "intrinsic viscosity 
(i.v.) of less than 0.25 dl/g, " and a high viscosity resin having 
an "i.v. of 0.25 dl/g or more." Claim 22 recites a polyolefin 
resin with a cyclic structure having an "intrinsic viscosity of 
0.25 dl/g or more." The amendment to the specification at 

page 3, lines 11, defines the intrinsic viscosity as that 
"measured in decalin at 135°C." The originally filed 
specification does not provide an adequate written description of 
such an intrinsic viscosity. The originally filed specification 
does not- disclose any conditions under which the intrinsic 
viscosity is determined. The working examples merely recite the 
values of intrinsic viscosity. Accordingly, the originally filed 
specification does not provide an adequate written description 
that the intrinsic viscosity is measured in decalin at 135°C, as 
now recited in the instant claims. 

(4) Claim 22/(16,17,18) recite that the binder resin 
comprises a polyolefin resin having a cyclic structure having "an 
intrinsic viscosity (i.v.) of 0.25 dl/g or more ... in a 
proportion not more than 50% by weight based on the binder resin" 
(emphasis added) . The originally filed specification does not 
provide an adequate written description of the amount of "not 
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re than 50% by weight." The originally filed specification at 
page 3, lines 10-11, discloses the amount of "less than 50% by 
weight." The amount of "not more than 50% by weight" recited in 
instant claim 22 includes the amount of 50% by weight, which is 
outside the scope of the originally disclosed amount. 

Applicant's arguments filed in Paper No. 25 have been fully 
considered but they are not persuasive. Applicants' arguments 
regarding the rejections in items (2) and (3) above have been 
addressed in paragraph 4, supra. 

8. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

9. Claims 16, 23/16, 24/16, and 25/16 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Japanese Patent 2-184864 
(JP'864) (see PTO translation for cites) combined with page 13 of 
r,rant & Harkh's Chpmi r.al Dictionary , fifth ed., and Diamond, 
Handbook of Imag ing Materials, page 169. 

JP'864 discloses a toner that comprises a colorant and a 
binder resin comprising a "cyclopentadiene-type" copolymer (which 
is a polyolefin resin having a certain cyclic structure) . 
Translation, page 2, lines 8-14; Working Examples 8-24 at 
pages 20-22; and JP'864, page 631. The cyclopentadiene-type 
copolymer can be a copolymer obtained from dicarboxy- 
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diallyltricyclo(5,2,l, 0 26 )-decane ( "DDD" ) , lauryl methacrylate, 
methacrylic acid, and divinylbenzene . Translation, 
Polymerization Example 2 at pages 7-8. The copolymer obtained 
from DDD comprises carboxy groups, thereby meeting the 
limitations of claim 24/16. DDD comprises saturated 
tricyclo (5 , 2, 1, 0 26 )-decane and allyl groups, thereby meeting the 
limitation of "alicyclic compound having a double bond" recited 
in instant claim 16. Divinyl benzene is a diene monomer. 
Methacrylic acid is an alpha olefin acid. See Grant & Hackh' s 
r.hPTTiir.al Dictionary , fifth ed., page 13. Thus, the copolymer 
comprises saturated tricyclo ( 5, 2 , 1 , 0 26 ) -decane groups and carboxy 
groups, and meets the limitations of claims 16 and 24/16. The 
copolymer is also crosslinked by divinyl benzene, a diene, and 
therefore meets the limitation of claim 25/16. 

JP'864 discloses that its toner can be fixed by heating and 
that it prevents toner offset. Translation, page 4, line 24, and 
page 5, line 7. JP'864 further discloses that since the 
cyclopentadiene-type polymer has a large number of allyl groups, 
the allyl groups can readily undergo a polymer radical reaction. 
Thus, the toner can be fixed by ultraviolet-cure. In other 
words, the cyclopentadiene polymer can be crosslinked. JP'864 
discloses that its toner provides images with increased density, 
and has good resolving power and fixing properties. Translation, 
page 4, lines 17-25; page 5, lines 16-25. 
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JP'864 does not exemplify a toner that comprises a charge 
controlling agent. However, JP'864 teaches that a polarity- 
controlling agent, i.e., a charge control agent, can be 
incorporated in its toner. Translation, page 6, lines 21-22. 
The use of charge control agents is well-known in the art. 
Diamond discloses that it is known to add charge control 
additives to toners when the pigment blended into the polymer 
resin does not give an adequate charge level or rate of charging. 
This applies to both negative and positive charging applications. 
Diamond further discloses a number of known charge control 
agents, including nigrosine and metal complexes, that effectively 
give the toner a positive or negative charge. Diamond, page 159, 
) section 4.2.3. 

It would have been obvious to a person having ordinary skill 
in the art, in view of the teachings of JP'864 and Diamond, to 
add a charge control agent to the toner disclosed by JP'864, 
because that person would have had a reasonable expectation of 
successfully obtaining a positively or negatively charged toner 
having an adequate charge level and rate of charging that 
provides toner images with increased density, and good resolving 
power and fixing, as taught by JP'864. 

Applicants' arguments filed in Paper No. 25 have been fully 
considered but they are not persuasive. 

Applicants assert that the term "alpha olefin" is recognized 
by the olefin art as having the following formula CH 2 =CHR where R 
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is hydrogen or alkyl. Applicants provide several US patents that 
define alpha olefins in Appendix 4. Applicants argues that 
JP'864 does not disclose the alpha olefins as is claimed by 

applicants . 

However, there is no disclosure in the instant specification 
that provides antecedent basis for defining the term a-olefin, 
recited in the instant claims, by the formula CH 2 =CHR, where R is 
hydrogen or alkyl, as alleged by applicants. The US patents 
provided by applicants define the term -alpha olefin" as used in 
their respective inventions. For example US 6,171,994 Bl at 
col. 23, lines 21-29, discloses that «[n]o particular restriction 
is put on the kind of olefins, but a-olefins having 2 to 20 
carbon atoms are preferable . Examples of a-olefins include 
ethylene . . ." (emphasis added). US 5,478,890 at col. 3, 
lines 47-52, discloses that "[t]he a-olefins employable in the 
invention are a-olefins of 2-20 carbon atoms ..." (emphasis 
added). US 5,478,922 at col. 3, lines 29-34, discloses that 
«[t]he preferred C3 to C8 alpha olefins are propylene ... and 
octene-1" (emphasis added) . The instant specification does not 
define the term "a-olefin." As discussed in the rejection, the 
textbook r,ranf & Hac Wh's Chemical Dictionary, fifth edition, 
page 13, defines methacrylic acid as an alpha olefin acid. In 
addition, the instant claims do not exclude JP'864's copolymer. 
Instant claim 16 merely recites "a copolymer derived from an 
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alpha-olefin, an alicyclic compound having a double bond and, 
optionally a diene monomer." The instant specification does not 
define the terms "alpha olefin" or "alicyclic compound having a 
double bond." The specification at page 4, lines 31-34, merely 
discloses "a copolymer of an alpha olefin, such as ethylene, 
propylene or butylene, with an alicyclic compound having a double 
bond, such as norbornene or cyclohexene . " Instant claim 16 and 
the claims dependent thereon are not limited to copolymers made 
from those compounds. The term "alicyclic compound" is usually 
defined as a compound containing a carbon containing ring whose 
properties are aliphatic rather than aromatic. See Grant and 
Hackh's Chemical Dictionary , fifth edition, page 22. As 
discussed in the above rejection, JP'864's copolymer is within 
the limitations recited in instant claims 16, 24/16, and 25/16. 
The evidence presented in the rejection and above clearly shows 
that JP'864's copolymer is within the limitations recited in the 

instant claims. 

Accordingly, for the reasons set forth above and in the 
rejection, the instant claimed toner is rendered obvious over the 
prior art. 


10. Claims 16, 21/16, 23/16, 26, and 27 are rejected under 35 
U.S.C. 103(a) as being unpatentable over US 5,817,843 (Masuda) 
combined with US 5,741,617 (Inaba) and US 5,179,171 (Minami) , as 
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evidenced by the Aldrich Catalog , page 1063, and Polymer 
Technology Dictionary , page 487. 

Masuda discloses a toner that comprises a colorant, a 
quinizarin dye, and a binder resin. Col. 24, lines 57-62, and 
examples 63-88 at col. 50. Masuda discloses that said toner 
provides clear color lightf astness images free from fogging. 
Col. 50, lines 32-44. 

Masuda discloses that the toner can further comprise an 
"antistatic agent" such as metals of salicylic acid, organic 
salts of boron, quaternary ammonium compounds, metal complexes of 
imidazole, and pyridinium salts. Col. 25, lines 33-39. Masuda 
discloses that said antistatic agents control the electrification 
of the toner without affecting the color tone of the toner. 
Col. 25, lines 29-32. Masuda does not identify the antistatic 
agents as charge control agents as recited in the instant claims. 
However, the Masuda' s antistatic agents have the same function as 
charge control agents, namely, to control the charge level, i.e., 
the electrification, of the toner. Inaba identifies metals of 
salicylic acid, boron compounds, quaternary ammonium compounds, 
and imidazole compounds as charge control agents. Col. 13, 
lines 51-60. Accordingly, the antistatic agents disclosed by 
Masuda are charge control agents. The burden is on applicants to 
prove otherwise. Tn r P Fitzgerald , 205 USPQ 594 (CCPA 1980). 
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Masuda does not disclose that the binder resin is a 
polyolefin resin having a cyclic structure as recited in the 
instant claims. However, Masuda discloses that the binder resin 
can be any binder resin known in the art. Col. 24, lines 61-62. 
Masuda further discloses that the binder resin can be alicyclic 
hydrocarbon resins. Col. 25, lines 23-24. 

Minami discloses a random copolymer resin having a cyclic 
structure that is within the compositional limitations recited in 
the instant claims. Minami discloses that the low molecular 
weight random copolymers can be used as electrophotographic 
toners. Col. 15, lines 58-59, and col. 16, line 2. The random 
copolymer is obtained from ethylene and at least one cycloolefin, 
such as bicyclo[2,2, 1 ] hept-2-ene, which is incorporated in the 
polymer chain without ring opening. Col. 4, line 30, to col. 8, 
line 5, and especially col. 8, line 50. The random copolymer 
comprises saturated alicyclic groups, and is thus within the 
compositional limitation recited in claim 16. Ethylene and the 
cycloolefin are within the limitations recited in claims 16 
and 21/16. A copolymer of ethylene and bicyclo [2 , 2 , 1 ] hept-2-ene, 
which is another name for norbornene (see Aldrich Catalog, 
page 1063), meets the copolymer recited in instant claim 26. 
Minami discloses that said copolymer is formed by copolymerizing 
ethylene and the cycloolefin in the presence of a catalyst. The 
catalyst comprises a soluble vanadium compound and an aluminum 
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alkyl compound. Col. 8, line 11, to col. 9, line 50. Such a 
catalyst is recognized as a Ziegler-Natta catalyst system. See 
p.i yn^r Tpr.hr ^i^v nirtionarv, page 487 . Thus, Minami's 
copolymer is made by a Ziegler catalyst as recited in instant 
claim 27 . 

Minami teaches that its random copolymers have excellent 
transparency, thermal resistance, dielectric properties, and 
mechanical properties. Col. 4, lines 16-21. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of Minami, to use 
Minami's random copolymer obtained from ethylene and a 
cycloolefin, such as norbornene, as the binder resin in the toner 
disclosed by Masuda, because that person would have had a 
reasonable expectation of successfully obtaining an 
electrophotographic color toner having the properties disclosed 
by Masuda and excellent transparency. 

The recitation in instant claims 16 and 26 that the toner 
can be used for "developing an . . . image . . . wherein the 

image is fixed using a heat roller fixing means" is a 
recitation of intended use, and does not distinguish the toner 
recited in the instant claims from the toner rendered obvious 
over the cited prior art. A recitation of the intended use of 
the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to 
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patentably distinguish the claimed invention from the prior art. 
If the prior art structure is capable of performing the intended 
use, then it meets the claim. See In re Casey, 152 USPQ 235 
(CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963) . 

Applicants' arguments filed in Paper No. 25 have been fully 
considered but they are not persuasive. 

Applicants argue that the Masuda does not recognize the 
advantages of applicants' claimed binder resin. Applicants 
assert that "there is no reason for one to selectively pick and 
choose the applicants [' ] claimed invention." Applicants argue 
that there is no motivation to use a cyclic olefin, as recited in 
the instant claims, in Masuda' s toner. 

However, the reasons for combining the references do not 
have to be those of applicants. As discussed in the rejection, 
the references do provide reason, suggestion, and motivation, to 
use Minami's cyclic olefin copolymer as the toner binder resin in 
Masuda' s toner. Masuda discloses that the toner binder resin can 
be any well-known toner binder resin in the art. Masuda 
discloses that such resins include "alicyclic hydrocarbon 
resins." Alicyclic hydrocarbon resins encompass Minami's cyclic 
olefin copolymers. Minami teaches cyclic olefin copolymers, 
which meet the cyclic polyolefin recited in the instant claims. 
Minami discloses that its copolymers have excellent thermal 
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resistance in addition to excellent dielectric properties, 
mechanical properties, and transparency. Minami teaches that 
said copolymers can be used in electrophotographic toners. 
Accordingly, Minami provides reason, suggestion, and motivation 
to a person having ordinary skill in the art to use its cyclic 
olefin copolymer as the toner binder resin in Masuda' s toner. 

Accordingly, for the reasons set forth above and in the 
rejection, Masuda combined with the teachings in Inaba and Minami 
renders obvious the instant claimed toner. 


11. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re 
Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 
1.321(c) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 


12. Claims 16, 21/16, 22/16, 23/16, 24/16, 25/16, and 26 are 
provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over 
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claims 35-57 of copending Application No. 09/331,729 
(Application' 729) . 

This is a provisional obviousness-type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

Although the conflicting claims are not identical, they are 
not patentably distinct from each other, because the claims now 
recited in Application' 729 render obvious the instant claimed 
toner . 

Application' 729 claims a toner comprising a colorant, a 
charge controlling agent, and a binder resin comprising at least 
one polyolefin resin having a cyclic structure wherein the resin 
comprising a first resin having a number average molecular weight 
(Mn) of 7,500 or less and a glass transition temperature of lower 
than 70°C, and a second resin having an Mn of 7,500 or more. See 
reference claims 35, 48, and 49. Reference claim 52, which 
depends on reference claim 49, requires that the polyolefin 
having a cyclic structure be a copolymer of an alpha olefin, 
i.e., ethylene, propylene, or butylene, and a "cyclic compound 
having a double bond," i.e., cyclohexene, norbornene, 
tetracyclododecene, or dicyclopentadiene . The copolymer is 
within the compositional limitations recited in instant 
claims 16, 21, and 26. Reference claim 41, which depends from 
reference claim 35, requires that the polymer having a cyclic 
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structure comprise a carboxyl group, a hydroxy group, or an amino 
group, which are within the compositional limitations of 
functional groups recited in instant claim 24. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the subject matter recited in 
Application' 729 to make and use a toner comprising a polyolefin 
having a cyclic structure comprising a copolymer as recited in 
the instant claims because that person would have had a 
reasonable expectation of successfully obtaining a toner capable 
of developing electrostatically charged images. 

The recitation in instant claims 16 and 26 that the toner 
can be used for "developing an . . . image . . . wherein the 
. . . image is fixed using a heat roller fixing means" is a 
recitation of intended use, and does not distinguish the toner 
recited in the instant claims from the toners rendered obvious 
over the subject matter claimed in Application' 729 . 


13. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (703) 308-3625. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Mark Huff, can be 
reached on (703) 308-2464. The fax phone number for the 
organization where this application . or proceeding is assigned is 

(703) 872-9311 (Rightfax) for after final faxes, and 

(703) 872-9310 for other official faxes. 

Any inquiry of papers not received regarding this 
communication or earlier communications should be directed to 


Application/Control Number: 09/000,330 Page 23 

Art Unit: 1756 

Supervisory Application Examiner Ms. Palestine Jenkins, whose 
telephone number is (703) 308-3521. 

Any inquiry of a general nature or relating to the status ot 
this application or proceeding should be directed to the 
receptionist whose telephone number is (703) 308-0661. 
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